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DETAILED ACTION 

Priority 

1. Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), 
which papers have been placed of record in the file. 

Claim Rejections - 35 USC § 101 
1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Claims 9 and 19 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. Claims 23-26 and 33 are drawn to a 
program that merely manipulates data or an abstract idea, or merely solves a 
mathematical problem without limitation to a practical application in the 
technological arts. 

In order for a claimed invention to accomplish a practical application it 
must produce a "useful, concrete and tangible result" State Street, 143 F.3d at 
1373, 47 USPQ2d at 1601-02 (see MPEP 2106.II.A). A practical application can 
be achieved through recitation of a " physical transformation outside the 
computer for which a practical application in the technological arts is either 
disclosed in the specification or would have been known to a skilled artisan", or 
"limited to a practical application within the technological arts" (MPEP 2106 
IVB2(b)). Currently, claim 16 meets neither of these criteria. In order for the 
claimed process to produce "useful, concrete and tangible" result, recitation of 
one of the following elements is suggested: 
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i. The manipulation of data that represents a physical object or 
activity transformed from outside the computer (MPEP 2106 
IVB2(b)(i)). 

ii. A recitation of a physical transformations outside the 
computer, for example in the form of pre of post computer 
processing activity) MPEP 2106 IVB2(b)(i)). 

iii. A direct recitation of a practical application in the 
technological arts (MPEP 2106 IVB2 (b)(ii)). 

Note: In order for computer programs to be considered statutory, they must be 
contained on a computer readable medium. 



Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

3. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over) Stone et al. (EP 07291 18 A2) in view of Kremers et al. (US 5007625. 

Regarding claims 1, 5, 9 and 10 Stone et al. discloses an information 
processing apparatus (Fig 2) comprising counting means for counting the 



Application/Control Number: 10/014,430 Page 4 

Art Unit: 2622 

number of physical sheets to which the document data of one copy whose output 
is desire is allocated (Col 4 lines 36-38). 

Stone et al. does not disclose the information processing apparatus 
comprising finishing command setting means which can set a finishing command 
to a printer as to rotation-sort-output or Offset -output document data; and 
wherein said finishing command setting means sets said finishing command in a 
manner such that in the case where there document data of one copy is printed 
onto one physical sheet as a result of the counting by said counting means, the 
rotation sort output or the Offset output is not performed, and in the case where 
the document data of one copy is printed onto two or more physical sheets, the 
rotation sort output or the Offset output is performed. 

Kremers et al. discloses the information processing apparatus 
comprising finishing command setting means which can set a finishing command 
to a printer s as to rotation-sort-output or Offset -output document data (Col 8 
lines1-5, lines 21-23); and wherein said finishing command setting means sets 
said finishing command in a manner such that in the case where there document 
data of one copy is printed onto one physical sheet, the rotation sort output or the 
Offset output is not performed, and in the case where the document data of one 
copy is printed onto two or more physical sheets, the rotation sort output or the 
Offset output is performed (Col 8 lines! -5, lines 21-23). 

Stone et al. and Kremers et al. are combinable because they both 
incorporate using an information processing apparatus. 

It would have been obvious at the time of the invention for one 
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skilled in the art to combine Stone et al. with Kremers et al. 

The motivation for doing so would have been to have the information 
processing apparatus comprising finishing command setting means which can 
set a finishing command to a printer s as to rotation-sort-output or Offset -output 
document data; and wherein said finishing command setting means sets said 
finishing command in a manner such that in the case where there document data 
of one copy is printed onto one physical sheet as a result of the counting by said 
counting means, the rotation sort output or the Offset output is not performed, 
and in the case where the document data of one copy is printed onto two or more 
physical sheets, the rotation sort output or the Offset output is performed as 
shown in Col 8 lines1-5, lines 21-23. 

Therefore it would have been obvious to combine Stone et al. with 
Kremers et al. to obtain the invention as specified in claims 1,5,9, and 10. 

Regarding claims 2, 6,12, and 16, Stone et al. discloses an apparatus as 
modified by Kremers et al. further comprising print mode setting means for 
setting a print mode of the document data ( Col 5 lines 31-40) and wherein said 
print mode setting means has layout print setting means for arranging a plurality 
of logical pages to one page of the physical sheet (Col 4 lines 38-44). 

Stone et al. and Kremers et al. are combinable because they both 
incorporate using an information processing apparatus. 

It would have been obvious at the time of the invention for one 
skilled in the art to combine Stone et al. with Kremers et al. 



Application/Control Number: 10/014,430 Page 6 

Art Unit: 2622 

The motivation for doing so would have been to have an apparatus as 
modified by Kremers et al. further comprising print mode setting means for 
setting a print mode of the document data as in Col 5 lines 31-40 and wherein 
said print mode setting means has layout print setting means for arranging a 
plurality of logical pages to one page of the physical sheet Col 4 lines 38-44. 

Therefore, it would have been obvious to combine Stone et al. with 
Kremers et al. to obtain the invention as specified in claims 2,6,12 and 16. 

Regarding claims 3,7, 13, and 17 Stone et al. discloses an apparatus as 
modified by Kremers et al. further comprising print instructing means for 
instructing executing of printing (Col 4 lines 38-44); and a spooling means for 
spooling said document data as intermediate data of a data format different from 
that of said document data ( Col 4 linesl 5-18); where in counting means 
executes the counting on the basis of said intermediate data spooled by said 
spooling means (Col 4 lines 36-38). 

Stone et al. and Kremers et al. are combinable because they both 
incorporate using an information processing apparatus. 

It would have been obvious at the time of the invention for one 
skilled in the art to combine Stone et al. with Kremers et al. 

The motivation for doing so would have been to have an apparatus as 
modified by Kremers et al. further comprising print instructing means for 
instructing executing of printing as in Col 4 lines 38-44; and a spooling means for 
spooling said document data as intermediate data of a data format different from 
that of said document data as in Col 4 linesl 5-1 8; where in counting means 
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executes the counting on the basis of said intermediate data spooled by said 
spooling means as in Col 4 lines 36-38. 

Therefore, it would have been obvious to combine Stone et al. with 
Kremers et al. to obtain the invention as specified in claims 3,7,13 and 18. 

Regarding claims 4, 8, 14, and 18 Stone et al. discloses an apparatus as 
modified by Kremers et al. further comprising intermediate data editing means for 
making a layout print control of said intermediate data on the basis of the number 
counted by said counting means and the print mode setting means (Col 4 lines 
36-38; Col 5 lines 31-40); intermediate data output means for outputting said 
edited intermediate a data (Col 4 lines 19 - 25); print data generating means for 
generating print data from said outputted intermediated data (Col 4 lines 19-25). 

Stone et al. and Kremers et al. are combinable because they both 
incorporate using an information processing apparatus. 

It would have been obvious at the time of the invention for one 
skilled in the art to combine Stone et al. with Kremers et al. 

The motivation for doing so would have been to have an apparatus as 
modified by Kremers et al. further comprising intermediate data editing means for 
making a layout print control of said intermediate data on the basis of the number 
counted by said counting means and the print mode setting means as in Col 4 
lines 36-38; Col 5 lines 31-40; intermediate data output means for outputting said 
edited intermediate a data as in Col 4 lines 19-25; print data generating means 
for generating print data from said outputted intermediated data as in Col 4 lines 
19-25). 
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Therefore, it would have been obvious to combine Stone et al. with 
Kremers et al. to obtain the invention as specified in claims 4,8,14 and 18. 

Regarding claims 11, 15, 19 and 20 Stone et al. discloses the information 
processing apparatus comprising counting means for counting the number of 
physical sheets to which the document data of one copy whose output is desired 
is allocated 

Stone et al. does not disclose the information processing apparatus 
comprising having finishing command setting means which can set a finishing 
command to a printer so as to rotation-sort-output or Offset-output document 
data, comprising; finishing command editing means for canceling the finishing 
command set so as to allow said finishing command setting means to execute 
the finishing operation in the case where the document data of one copy is 
printed onto one physical sheet as a result of the counting by said counting 
means. 

Kremers et al. discloses the information processing apparatus comprising 
having finishing command setting means which can set a finishing command to a 
printer so as to rotation-sort-output or Offset-output document data, comprising; 
finishing command editing means for canceling the finishing command set so as 
to allow said finishing command setting means to execute the finishing operation 
in the case where the document data of one copy is printed onto one physical 
sheet (Col 8 lines 1-4, lines 21-24). 

Stone et al. and Kremers et al. are combinable because they both 
incorporate using an information processing apparatus. 
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It would have been obvious at the time of the invention for one skilled in 
the art to combine Stone et al. with Kremers et al. 

The motivation for doing so would have been to have the information 
processing apparatus comprising having finishing command setting means 
which can set a finishing command to a printer so as to rotation-sort-output or 
Offset-output document data, comprising; finishing command editing means for 
canceling the finishing command set so as to allow said finishing command 
setting means to execute the finishing operation in the case where the document 
data of one copy is printed onto one physical sheet as a result of the counting by 
said counting means as disclosed in Col 8 lines 1-4, lines 21-24. 

Therefore, it would have been obvious to combine Stone et al. with 
Kremers et al. to obtain the invention as specified in claims 11,15,19 and 20. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Holt (US 5495561) discloses and Operating System with 
object oriented printing interface. Shaw ( US 5845058) discloses a device 
independent spooling in a print architecture. Gusfafson et al. (US 4188025) 
reveals an Offset sheet stacking apparatus. Mandel (US 5501442) shows a dual 
mode tamper/offsetter. Adachi et al.(US 5774778) reveals a sheet post- 
processing apparatus and image forming apparatus having same. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Rashan O. Patterson whose telephone 
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number is 571-272-0597. The examiner can normally be reached on Mon - Fri 
9am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Ed Coles can be reached on 571-272-7402. The fax 
phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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